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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on Oct. 15, 
2008 has been entered. 



Claims 8, 10-12, 20, 21-25, and 27-30, are pending for examination, claims 8,20 
and 25 have been amended; claims 1-7, 9, 13-19, 26 and 31-36 have been canceled. 



Claim Rejections - 35 USC § 101 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



35 U.S.C. 101 defines four categories of inventions that Congress deemed to be the 
appropriate subject matter of a patent: processes, machines, manufactures and 
compositions of matter. The latter three categories define "things" or "products" while the 
first category defines "actions" (i.e., inventions that consist of a series of steps or acts to 
be performed). See 35 U.S.C. 100(b) ("The term process' means process, art, or 
method, and includes a new use of a known process, machine, manufacture, composition 
of matter, or material."). 

Federal courts have held that 35 U.S.C. 101 does have certain limits. First, the phrase 
"anything under the sun that is made by man" is limited by the text of 35 U.S.C. 101, 
meaning that one may only patent something that is a machine, manufacture, composition 
of matter or a process. See, e.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556; >ln 
re< Warmerdam, 33 F.3d *>1354,< 1358, 31 USPQ2d *>1754,< 1757 (Fed. Cir. 
1994). Second, 35 U.S.C. 101 requires that the subject matter sought to be patented be 
a new and useful" invention. Accordingly, a complete definition of the scope of 35 U.S.C. 
101, reflecting Congressional intent, is that any new and useful process, machine, 
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manufacture or composition of matter under the sun that is made by man is the proper 
subject matter of a patent. 

The subject matter courts have found to be outside of, or exceptions to, the four statutory 
categories of invention is limited to abstract ideas, laws of nature and natural phenomena. 
While this is easily stated, determining whether an applicant is seeking to patent an abstract 
idea, a law of nature or a natural phenomenon has proven to be challenging. These three 
exclusions recognize that subject matter that is not a practical application or use of an idea, 
a law of nature or a natural phenomenon is not patentable. See, e.g., Rubber-Tip Pencil 
Co. v. Howard, 87 U.S. (20 Wall.) 498, 507 (1874) ("idea of itself is not patentable, but 
a new device by which it may be made practically useful is"); Mackay Radio & 
Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 94, 40 USPQ 199, 202 
(1939) ("While a scientific truth, or the mathematical expression of it, is not patentable 
invention, a novel and useful structure created with the aid of knowledge of scientific truth 
may be."); Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759 ("steps of locating' a 
medial axis, and creating' a bubble hierarchy . . . describe nothing more than the 
manipulation of basic mathematical constructs, the paradigmatic abstract idea'"). 
The courts have also held that a claim may not preempt ideas, laws of nature or natural 
phenomena. The concern over preemption was expressed as early as 1852. See Le Roy 
v. Tatham, 55 U.S. 156, 175 (1852) ("A principle, in the abstract, is a fundamental truth; 
an original cause; a motive; these cannot be patented, as no one can claim in either of them 
an exclusive right."); Funk Brothers Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 
132, 76 USPQ 280, 282 (1948) (combination of six species of bacteria held to be 
nonstatutory subject matter). 

Accordingly, one may not patent every "substantial practical application" of an idea, law 
of nature or natural phenomena because such a patent would "in practical effect be a 
patent on the [idea, law of nature or natural phenomena] itself." Gottschalk v. Benson, 
409 U.S. 63, 71-72, 175 USPQ 673, 676 (1972). 



Claims 20-23, are rejected under 35 U.S.C. § 101 because the claimed invention 
is directed to non-statutory subject matter. 

As to claim 20, which recites a method of validating Extensible Markup Language 
(XML) instances in the claimed preamble, however, in the body of the claim, it failed to 
include any hardware or machine to actually perform the claimed utilities, thus, the 
whole claim seemed to be merely a process of thinking which is deemed to be non- 
statutory. In re Bilski. 



As to claim 21 - 23, these dependent claims failed to resolve the issues 
addressed above, hence, are rejected for the same reason. 
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To expedite a complete examination of the instant application the claims rejected 
under 35 U.S.C. 101 (nonstatutory) above are further rejected as set forth below in 
anticipation of applicant amending these claims to place them within the four statutory 
categories of invention. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 8, 10-12, 20, 21-25, and 27-30, are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

As to claim 8, the recitation "A database system for storing data comprising 
Extensible Markup Language (XML) instances, said database system comprising 
generating a container for a plurality of XML schema namespaces universal resource 
identifiers (URIs), each namespace URI uniquely identifying a collection of element type 
and attribute names and identifying a location of a schema document corresponding to 
and defining the uniquely identified collection and thereby specifying a schema for any 
of a plurality of XML instances conforming to said schema document, each XML 
instance comprising a set of XML data conforming to the schema specified by a 
namespace URI" is unclear, because the lengthy recitation repeatedly used the open 
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ended phrase "comprising", and the word "and" which failed to distinctly point out which 
unit performs which function. In addition, it also failed to clearly specify which unit 
contains which attributes. 

As to claims 20 and 25, these claims have the same defects as claim 8, in form 
of method and a computer readable storage medium, hence, they are indistinct also. 

As to claims 10 - 12, 21 - 25, and 26 - 30, these claims have the same defects 
as their base claims, hence, are rejected for the same reason. 

Because the ambiguous nature of instant invention, the following art rejection is 
to the best of the examiner ascertain. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 8, 10-12, 20-25 and 27-30, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Murthy et al. (U.S. Publication No. 7,096,224, hereinafter referred as 
Murthy). 

Claim 8: 

Murthy discloses a database system for storing data comprising Extensible 
Markup Language (XML) instances, said database system [e.g., Abstract], comprising: 

a processor [e.g., the hardware processor 204, Fig. 2 and associated texts]; 

a computer readable storage medium having program code that causes said 
processor to perform a plurality of operations [e.g., Abstract, Fig(s). 1-2 and associated 
texts], said operations comprising: 

generating a container for a plurality of XML schema namespaces universal 
resource identifiers (URIs), each namespace URI uniquely identify a collection of 
element type and attribute names [e.g., the use of database server 104 and XML 
schema mapper of Fig. 1 to perform SQL/XML mapping technique at col. 4, lines 10 - 
38, wherein the default mapping of XML simple types are deemed to include URI(s) as 
shown in the table at Col. 1 1 - 12]; 

placing in the container at least two XML schema namespace universal 
resou7rce identifiers (URIs) [e.g., col. 10, section: Mapping XML schemas to Object 
types - a Detailed Example starting at col. 9, line 37 -67, the use of table "Default 
mapping of XML simple types to SQL" at col.(s), 11-12]; 
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validating an XML instance according to a schema document identified by at 
least one of said URLs [e.g., col. 4, lines 13-14, & lines 52-col. 5, lines 52 and the 
Example at col. 17] ; 

storing an XML instance in a database column [e.g., col. 3, lines 54-57, col. 9, 
lines 55-67]; 

typing said database column with said container so as to require that the XML 
instance stored in the column and any other XML instance stored in the column 
conforms to the schema of one of the XML schema namespace in the container [e.g., 
the use of create Schema-based XMLTYPE Tables and column technique at col. 9, line 
37- col. 1 0, line 55, the use of table "Default mapping of XML simple types to SQL" at 
col.(s), 11-12] wherein said typing comprises validating any XML instance existing in 
said database column prior to said typing [e.g., col. 26, lines 21 - 34]. 

Claim 10: 

Except the limitations recited in claim 8, Murthy further discloses that a program 
code executable by said processor further comprising an import function which modifies 
said container so that it refers to at least one schema component in an XML schema 
namespace other than XML schema namespaces identified by said at least two XML 
schema namespace URIs [e.g., the use of table "Default mapping of XML simple types 
to SQL" at col.(s), 11-12]. 



Claim 11: 



Application/Control Number: 10/726,080 Page 8 

Art Unit: 2161 

Except the limitations recited in claim 8, Murthy further discloses a program code 
executable by said processor that comprises an include function which allows assembly 
of schema component for a single namespace from several schema documents [e.g. 
col. 4, lines 10-37, XML Schema Registration at col. 4, line 40 -col. 5, line 52]. 

Claim 12: 

Except the limitations recited in claim 8, Murthy further discloses a program code 
executable by said processor that comprises an alter function which adds schema 
components to XML schema namespaces within said container [e.g., col. 4, lines 20- 
21]. 

As to claims 20-24, these claims recite the same features as claims 8, 10-12 with 
different wording, hence, are rejected for the same reason. 

As to claims 25, 27-30, the claimed instructions and software means are deemed 
to be inherent by the functional steps as recited in claims 8-12 and 20-24, hence are 
rejected for the same reason. 

Response to Arguments 

Applicant's arguments based on newly amended limitations with respect to 
claims 8, 10-12, 20, 21-25, and 27-30 have been considered but are moot in view of the 
new ground(s) of rejection. 
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Furthermore, lin response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., typing a column according to an XML schema collection object that 
contains references to multiple schemas) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Manikutty et al. (U.S. Patent No. 7,120,645) which disclosed techniques for 
rewriting XML queries directed to relational database constructs. 

Points of Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUSAN Y. CHEN whose telephone number is (571)272- 
4016. The examiner can normally be reached on Monday - Friday from 7:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mofiz Apu can be reached on 571-272-4080. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Susan Y Chen/ 
Partial Sig. Examiner 
Art Unit 2161 



December 15, 2008 



